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earned patent term adjustment. See 37 CFR 1.704(b).

Status

1){2 Responsive to communication(s) filed on 18 October 2006.
2a)[] This action is FINAL. 2b)X] This action is non-final.
3)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 0.G. 213.

Disposition of Claims

4)[X] Ciaim(s) 24,26-28,30-45 and 47 is/are pending in the application.
4a) Of the above claim(s) ______is/are withdrawn from consideration.

5)(J Claim(s) ____is/are allowed.

6)X] Claim(s) 24.26-28,30-45 and 47 is/are rejected.

7)[] Claim(s) ____is/are objected to.

8)[] Claim(s) _____ are subject to restriction and/or election requirement.

Application Papers

9)[] The spéciﬁcation is objected to by the Examiner.
10)[_] The drawing(s) filed on is/are: a)[_] accepted or b)[] objected to by the Examiner.
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11)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
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1. The text of those sections of Title 35, U.S. Code not included in this action can
be found in a prior Office action.

2. Claims 24, 26-28, 30-45 and 47 are rejected under 35 U.S.C. 112, second
paragraph, as being indefinite for failing to particularly point out and distinctly claim the
subject matter which applicant regards as the invention. More particularly, in amended
method of making claim 45, which all of the dependent claims have been amended to
now depend upon, the fact that the claim recites that both the first and second
crosslinking agents “may be activated by actinic radiation” is believed to make the
claims vague and indefinite, particularly since step “(d)” recites that actinic radiation
crosslinks both the primer and the psa layers. Additionally, dependent claim 42 adds to
the confusion by reciting that the second crosslinking agent is activated by either UV
light (which is actinic radiation) or heat (which is not). Finally, note that claims
30,32,33,39 and 43 each require the presence of Markush language, such as has been
used in claim 44.

3. Claims 24, 26-28, 30-45 and 47 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Babu et al taken in view of Davison, and in further view of St Coeur
et al, the latter taken as evidence of the state of the art, substantially for reason already
of record, together with the following additional observations. More particularly,
applicants argue (Response, page 7, bottom paragraph-page 8) that there is no
disclosure in Babu et al which relates to primers that may be cured by actinic radiation,
and cites Col 8, lines 50-56 which clearly recites that.primers such as are contemplated

by applicants may be utilized for improving the adhesion of the adhesive to certain
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substrates. However they ignore the fact that at lines 59-61 this paragraph concludes
with the phrase that the resulting structure “forms a special class of substrates on which
- the composition of the invention (i.e. the adhesive-primer layers) can be coated and
subsequently radiation cured to form adhesive transfer films.”. Such a teaching the
Examiner firmly believes (particularly when taken in view of the considerable skill of the
art) would clearly teach one of ordinary skill that it would be highly desirable from an
ease of manufacturing concept if not only the psa, but also the sandwiched primer
composition were each actinic radiation curable, such by having suitable radiation
crosslinkers in both adhesive and primer layers. The Examiner also believes that
applicants again fail to grasp the aforementioned process advantages by using actinic
radiation activated crosslinkers in both the psa and primer layers of the state of the art
reference St Coeur et al when they state that there is no suggestion or motivation for
the reference to teach that two layers could be coated and then crosslinked, for reasons
that the Examiner has just previously set forth. Finally, applicants’ statement
(Response, page 9) that the primer layer and the adhesive layer would not crosslink .
because the resins set forth in Davison are not crosslinkable, this rather broad
| statemenf, it is respectfully submitted, has yet to be prbven on the record.

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Daniel Zirker whose telephone number is 571-272-1486.
The examiner can normally be reached on Monday - Thursday from 8:30 to 6:00. The

examiner can also be reached on alternate Fridays.
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's
superviéor, Terrel Morris, can be reached on 571 - 272 - 1478. The fax phone number
for the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should -
you have quéstions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). |

Daniel Zirker

Primary Examiner
Art Unit 1771
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